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Art Unit: 3692 

DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on January 
14, 2008 has been entered. 

Status of the Claims 

2. This action is in response to the request for continued examination filed on 
January 14, 2008. Claims 1-51 are pending. Claims 1, 3, 5, 6, 9-21, 23-28, 32-37 and 
42-51 have been amended. 

Response to Arguments 

3. Applicant's arguments filed January 14, 2008 regarding ERISA have been fully 
considered but they are not persuasive. Applicant states that the claims refer to ERISA 
law in effect on the application's filing date and that the Applicant has explicitly and 
definitely point out previously . Examiner has reviewed the original disclosure and could 
not find where Applicant has explicitly and definitely pointed that ERISA is as of the date 
of filing. Applicant is advised to either remove the references to ERISA or amend the 
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specification to specifically point out that the ERISA references are explicitly referring to 
ERISA on the date of filing. 

4. Applicant's arguments with respect to claims1-51 have been considered but are 
moot in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC §112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claims 9-13, 23, 32-35 and 45 rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. ERISA is a federal law that has 
changed several times since being introduced in 1974. Therefore, ERISA is indefinite 
because it can change over time. 

7. Claims 1 , 24 and 36 rejected under 35 U.S.C. 1 1 2, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. Regulation U is a federal law that can change over 
time. Therefore, it is inappropriate to have the scope of a claim change with time. 
Since the governments or agencies implementing the rules, regulations and laws meet 
regularly and have the authority to modify standards, any connection a claim may have 
to these rules, regulations and laws may have varying scope over time. If the rules, 
regulations and laws change, the disclosure may no longer support the limitation. 
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Regulation U is indefinite because it can change over time. Applicant is advised to 
either remove the references to Regulation U or amend the specification to specifically 
point out that the Regulation U references are explicitly referring to Regulation U on the 
date of filing. 

8. Claims 2-23, 25-25 and 37-51 rejected to as being dependent upon a rejected 
base claim. 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. Claims 1-20, 24-43 and 46-51 rejected under 35 U.S.C. 103(a) as being 
unpatentable over Ryan et al., U.S. Patent No. 6,304,859 (see PTO-1449, Ref. A16). 

11. As per claim 1 , Ryan teaches computer-implemented method of monitoring 
sufficiency of collateral for a loan to a non-tax qualified benefit plan, the method 
comprising the steps of: 

receiving a value of collateral for a loan to a non-tax qualified benefit plan, the 
loan at least partially funding acquisition of the collateral held by the benefit plan, the 
collateral including at least one security issued by a sponsor of the benefit plan; and 
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comparing a balance of the loan to the value of the collateral to monitor 
sufficiency of the collateral for compliance with a loan requirement (see column 6, lines 
40-67, column 7, lines 1-17, column 10, lines 12-37, column 13, lines 26-67 and column 
14, lines 1-6). 

Ryan does not explicitly teach compliance with Regulation U. Compliance to 
Regulation U is old and well known in the art (as evidenced by Reference "ZF", The 
Federal Reserve Board, Compliance Guide for Small Entities ). One would be motivated 
to comply with Regulation U because it is a law that requires lenders not to extend 
credit, secured directly or indirectly by margin stock, in an amount that exceeds the 
maximum loan value of the collateral securing the credit. 

12. As per claim 2, Ryan teaches the method of claim 1 as described above. Ryan 
further teaches including: signaling an incidence of noncompliance with the loan 
requirement (see column 7, lines 4-17). 

1 3. As per claim 3, Ryan teaches the method of claim 2 as described above. Ryan 
further teaches including the step of: computing an amount of the collateral to be sold to 
retire debt to comply with the loan requirement (see column 7, lines 4-17). 

14. As per claim 4, Ryan teaches the method of claim 2 as described above. Ryan 
further teaches including the step of: computing an amount of additional collateral 
required to comply with the loan requirement (see column 7, lines 4-17). 

15. As per claim 5, Ryan teaches the method of claim 1 as described above. Ryan 
further teaches wherein the step of comparing includes: 
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computing an actual ratio of the loan amount divided by the value of the 
collateral; and 

comparing the actual ratio to a test ratio to determine whether to signal 
noncompliance with the loan requirement (see column 7, lines 4-17). 

16. As per claims 6-8, Ryan teaches the method of any one of claims 1 -5 as 
described above. Ryan further teaches wherein the step of receiving a valuation of 
collateral is carried out with said at least one security. Examiner notes that the applied 
reference has been interpreted and applied assuming basic knowledge of one of 
ordinary skill in the art. According to in re Jacoby, 135 USPQ 317 (CCPA 1962), the 
skilled artisan is presumed to know something more about the art than only what is 
disclosed in the applied references. Also, in In re Bode, 193 USPQ 12 (CCPA 1977), 
the court found that every reference relies to some extent on knowledge of persons 
skilled in the art to complement that, which is disclosed therein. As applied to Ryan, it is 
within the basic knowledge of a skilled artisan that several kinds of securities including 
equity securities, a put contract or a call contract could easily be substituted in place of 
an insurance policy. 

1 7. As per claims 9-1 3, Ryan and Ford teach any one of claims 1 -5. Ryan further 
teaches wherein the step of comparing the balance of the loan to the value of the 
collateral to monitor sufficiency of the collateral is carried out with the benefit plan being 
an ERISA-qualified plan (see column 6, lines 40-61). 

18. As per claim 14, Ryan teaches a computer-implemented method of illustrating a 
non-tax-qualified benefit plan's financial performance, the method including the steps of: 



Application/Control Number: 10/816,014 Page 7 

Art Unit: 3692 

receiving non-tax-qualified benefit plan data, the data including a value of 
collateral for a loan to a non-tax-qualified benefit plan, the loan related to the benefit 
plan by said loan at least partially funding acquisition of the collateral held by the benefit 
plan, the collateral including at least one security issued by a sponsor of the benefit 
plan, the loan having a balance sufficient for compliance with a Regulation U loan 
requirement and generating an illustration of said benefit plan's financial performance 
(see column 6, lines 40-67, column 7, lines 1-17, column 7, lines 18-29, column 10, 
lines 12-37, column 13, lines 26-67 and column 14, lines 1-6). 

1 9. As per claims 1 5-1 9, Ryan teaches the method of claim 1 4 as described above. 
Ryan further teaches the following sub-steps: computing the benefit plan's internal rate 
of return; computing the benefit plan's present value gain or loss; computing the benefit 
plan sponsor's GAAP cost; and computing the benefit plan sponsor's present value 
cost; computing a simple accounting rate of return of at least one participant's interest in 
the benefit plan; computing an internal rate of return of at least one participant's interest 
in the benefit plan and computing a present value gain or loss of at least one 
participant's interest in the benefit plan (see column 7, lines 18-29, column 9, lines 66- 
67 and column 10, lines 1-11). Official Notice is taken that computing the benefit plan's 
internal rate of return, present value gain or loss, GAAP cost and present value cost is 
old and well known in the arts. 

20. As per claim 20, Ryan and Ford teach the method of any one of claims 1 4-1 9 as 
described above. Ryan further teaches the step of: transferring the financial 
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performance data to at least one party with an interest in the benefit plan (see column 7, 
lines 18-29). 

21 . As per claim 24, it is in parallel with claim 1 and is rejected for at least the same 
reason as set forth above. 

22. As per claim 25, it is in parallel with claim 2 and is rejected for at least the same 
reason as set forth above. 

23. As per claim 26, it is in parallel with claim 3 and is rejected for at least the same 
reason as set forth above. 

24. As per claim 27, it is in parallel with claim 4 and is rejected for at least the same 
reason as set forth above. 

25. As per claim 28, it is in parallel with claim 5 and is rejected for at least the same 
reason as set forth above. 

26. As per claim 29, it is in parallel with claim 6 and is rejected for at least the same 
reason as set forth above. 

27. As per claim 30, it is in parallel with claim 7 and is rejected for at least the same 
reason as set forth above. 

28. As per claim 31 , it is in parallel with claim 8 and is rejected for at least the same 
reason as set forth above. 

29. As per claim 32, it is in parallel with claim 9 and is rejected for at least the same 
reason as set forth above. 

30. As per claim 33, it is in parallel with claim 10 and is rejected for at least the same 
reason as set forth above. 
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31 . As per claim 34, it is in parallel with claim 1 1 and is rejected for at least the same 
reason as set forth above. 

32. As per claim 35, it is in parallel with claim 12 and is rejected for at least the same 
reason as set forth above. 

33. As per claim 36, it is in parallel with claim 14 and is rejected for at least the same 
reason as set forth above. 

34. As per claim 37, it is in parallel with claim 15 and is rejected for at least the same 
reason as set forth above. 

35. As per claim 38, it is in parallel with claim 16 and is rejected for at least the same 
reason as set forth above. 

36. As per claim 39, it is in parallel with claim 17 and is rejected for at least the same 
reason as set forth above. 

37. As per claim 40, it is in parallel with claim 18 and is rejected for at least the same 
reason as set forth above. 

38. As per claim 41 , it is in parallel with claim 1 9 and is rejected for at least the same 
reason as set forth above. 

39. As per claim 42, it is in parallel with claim 20 and is rejected for at least the same 
reason as set forth above. 

40. As per claim 43, it is in parallel with claim 14 and is rejected for at least the same 
reason as set forth above. 

41 . As per claim 46, Ryan teaches the methods of claims 1-5, 14, 19, 21 and 22. 
Ryan does not explicitly teach wherein a put contract, held by a lender that provides the 
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loan, accounts for a portion of the collateral held by the benefit plan or a reduction of the 
loan due to the lender from the benefit plan. Examiner notes that the applied reference 
has been interpreted and applied assuming basic knowledge of one of ordinary skill in 
the art. According to in re Jacoby, 135 USPQ 317 (CCPA 1962), the skilled artisan is 
presumed to know something more about the art than only what is disclosed in the 
applied references. Also, in In re Bode, 193 USPQ 12 (CCPA 1977), the court found 
that every reference relies to some extent on knowledge of persons skilled in the art to 
complement that, which is disclosed therein. As applied to Ryan, it is within the basic 
knowledge of a skilled artisan that several kinds of securities including equity securities, 
a put contract or a call contract could easily be substituted in place of an insurance 
policy. 

42. Claims 47-51 recites similar limitations to claim 46 and thus rejected using the 
same art and rationale in the rejection of claim 46 as set forth above. 

43. Claims 21-23 and 44-45 rejected under 35 U.S.C. 103(a) as being unpatentable 
over Ford (see PTO-892, Ref. V) in view of Ryan et al., U.S. Patent No. 6,304,859 (see 
PTO-1449, Ref. A16). 

44. As per claim 21 , Ford teaches a computer-implemented method of comparing a 
stock option plan to a non-tax qualified benefit plan, the method including the steps of: 
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receiving financial performance data for a non-tax qualified benefit plan; 

receiving the financial performance data for a stock option plan; 

generating a comparison of the stock option plan and the benefit plan data; and 

computing at least one difference between the stock option plan and the benefit 
plan (see pages 60-61 and 65-66). 

Ford does not teach the benefit plan having collateral for a loan to the benefit 
plan, the loan at least partially funding acquisition of the collateral held by the benefit 
plan, the collateral including at least one security issued by sponsor of the benefit plan. 

Ryan teaches the benefit plan having collateral for a loan to the benefit plan, the 
loan at least partially funding acquisition of the collateral held by the benefit plan, the 
collateral including at least one security issued by sponsor of the benefit plan (see 
column 6, lines 40-67, column 7, lines 1-17, column 10, lines 12-37, column 13, lines 
26-67 and column 14, lines 1-6) 

Therefore, it would be prima facie obvious to a person of ordinary skill in the art 
at the time of the invention to combine the teachings of Ford and Ryan to show 
differences between a stock option plan and a benefit plan because it would allow 
investors to easily see how a company manages it finances as taught by Ford (see 
pages 46-72). 

45. As per claim 22, Ford and Ryan teach the method of claim 20 as described 
above. Ford teaches the step of: transferring at least one financial performance item to 
at least one party with an interest in the benefit plan (see 46-72). Annual reports are 
shared with shareholder on an annual basis. 
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46. As per claim 23, Ford and Ryan teach the method of claim 21 . Ford further 
teaches wherein at least one of the steps is carried out with the benefit plan being an 
ERISA-qualified plan (see 46-72). 

47. As per claim 44, it is in parallel with claim 20 and is rejected for at least the same 
reason as set forth above. 

48. As per claim 45, it is in parallel with claim 23 and is rejected for at least the same 
reason as set forth above. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to SHAHID R. MERCHANT whose telephone number is 
(571 )270-1360. The examiner can normally be reached on First Friday Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kambiz P. Abdi can be reached on 571-272-6702. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



SRM 



/Kambiz Abdi/ 

Supervisory Patent Examiner, Art 
Unit 3692 



